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Application No. 

w 

09/937,587 


Applicant(s) 

RAJAN ET AL 


Fvaminor 

CAClllllllOl 

Alicia Chevalier 


Art Unit 

1772 


Mraec 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of tin* may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be fcmely filed 

after SIX (6) MONTHS from the mailing date of this communication. ^^^h 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory m.mmum of thirty (30) days will be considered t mely. 

- If NO period for reply Specified above, the maximum statute^ period will apply and will expire SIX (6) commun.cat.on. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 24 February 2003 . 
2a)Q This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) 20-36 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)0 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)IElAII b)D Some*c)D None of: 

1 .[3 Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) |3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 7 . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) Q Other: 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election of Group I, claims 1-19, in Paper No. 5 filed on February 24, 2003 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

Specification 

2. This application does not contain an abstract of the disclosure as required by 37 
CFR 1 .72(b). An abstract on a separate sheet is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3 and 5-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Orensteen et al. (5,508,105). 

Orensteen discloses a signage article comprising a retroreflective core sheeting material 
with a surface binder layer of polyvinyl butyral or synthetic polyester (substrate comprising a 
noncellulosic organic polymeric surface) [col. 1 1, lines 3-24], a cured multi-function layer (a 
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radiation cured coating disposed on the noncellulosic polymeric surface) [col. 11, line 63 to col. 
12, line 7], and indicia formed from resin based colorant/binder (a marking material disposed on 
the radiation cured coating). See column 14, lines 31-48 and figure 3. The cured multi-function 
layer comprises an aliphatic acrylated urethane (e-beam/uv-curable composition) [col. 10, lines 
14-49]. Furthermore, Orensteen does not disclose the need or use of a protective coating over 
the marking material [figure 3]. The signage article has use in validation stickers [col. 1, lines 
51-57]. 

It has been held that where claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been established and the 
burden of proof is shifted to applicant to show that prior art products do not necessarily or 
inherently possess characteristics of claimed products where the rejection is based on inherency 
under 35 USC 102 or on prima facie obviousness under 35 USC 103, jointly or alternatively. 
Therefore, the prime facie case can be rebutted by evidence showing that the prior art products 
do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d 1252, 
1255, 195 USPQ 430, 433 (CCPA 1977). "When the PTO shows a sound basis for believing that 
the products of the applicant and the prior art are the same, the applicant has the burden of 
showing that they are not." In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

In the instant case, Orsensteen does not explicitly teach the properties wherein the 
marking material is not substantially removed from the signage article upon wiping the marking 
material with gasoline for five cycles, ten cycles, or twenty cycles, upon abrading the marking 
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material for 1000 scrub cycles, or upon applying a pressure sensitive adhesive-coated tape to the 
marking material under thumb pressure and removing it. Also, Orsensteen does not explicitly 
teach the properties wherein the radiation cured coating is not substantially removed from the 
signage article upon wiping the marking material with gasoline for five cycles, upon abrading the 
marking material for 1000 scrub cycles, or upon applying a pressure sensitive adhesive-coated 
tape to the marking material under thumb pressure and removing it 

Therefore, in addition to the above disclosed limitations, the presently claimed properties 
would have inherently been present because Orsensteen discloses the same materials desired for 
the radiation cured coating (i.e. aliphatic acrylated urethane) and the marking material (i.e. resin 
based colorant/binder), and there is no evidence currently of record showing that the disclosed 
prior art products do not inherently possess the characteristics of the claimed product. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Orensteen et al. 
(5,508,105) in view of Frank et al. (5,153,618). 

Orensteen discloses all the limitations of the instant claimed invention except for the 
particular polymer in the resin-based colorant/binder. 
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Frank discloses a conventional two component marking indicia/toner comprising a resin 
and a colorant, where the resins include polyesters, vinyl resins etc. [col. 22, lines 12-48]. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use one of the resin listed in Frank as the resin in Orensteen's resin based colorant/binder 
because they are conventional resins used in two component indicia/toners. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Chevalier whose telephone number is (703) 305-1 139. 
The Examiner can normally be reached on Monday through Thursday from 8:00 a.m. to 5:00 
p.m. The Examiner can also be reached on alternate Fridays 

If attempts to reach the Examiner are unsuccessful, the Examiner's supervisor, Harold 
Pyon can be reached by dialing (703) 308-425 1 . The fax phone number for the 
organization official non-final papers is (703) 872-9310. The fax number for after final papers is 
(703)872-9311. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose phone number is (703) 308-0661. 
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